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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

State of Michigan     ) 

       ) 

  Petitioner,    ) Reg. Nos.: 3992159 

       )   3348635 

       ) 

v.       ) 

       ) 

M22, LLC      ) Proceeding: 92058315 

       ) 

  Respondent.    ) 

       ) 

__________________________________  ) 

 

PETITIONER’S COMBINED 

MOTION FOR PROTECTIVE ORDER 

AND BRIEF IN SUPPORT 

 

 Petitioner, State of Michigan, by and through its attorneys, Bill Schuette, 

Attorney General, and Toni L. Harris, Assistant Attorney General, moves for a 

protective order under TBMP § 526, Trademark Rule of Practice, 37 C.F.R. § 120(f), 

and Fed. R. Civ. P. 26(c), relating to Respondent’s Notice of Discovery Deposition of 

the State of Michigan.   

In support of its Motion, the State of Michigan (the State) states as follows: 

INTRODUCTION 

 On June 23, 2015, Respondent served on the State a Notice of Discovery 

Deposition under TBMP § 404, Rule 2.120, and Fed. R. Civ. P. 30(b)(6) (Notice).  

Several of the categories in the Notice are vague, ambiguous, overbroad, unduly 

burdensome, not reasonably particular, and seek information that is irrelevant.  



Furthermore, in the Notice, Respondent scheduled the State’s deposition to occur in 

Traverse City, Michigan, where Respondent does business.  Respondent has 

unjustifiably refused to relocate the deposition to Lansing, claiming that it has the 

prerogative to unilaterally determine the location.  However, the general rule is 

that the State be deposed where the State’s principal place of business is located, 

which is in the City of Lansing, Michigan’s capital.  Moreover, the designees likely 

to testify on behalf of the State live near and work in Lansing, which is a 4-hour 

drive from Traverse City.  If Respondent does not want to travel to Lansing to 

depose the State, the deposition should be taken by remote means to avoid undue 

burden on the State and its designees. 

Respondent also set the deposition date unilaterally, and has refused to 

reschedule it while the State’s objections to the Notice are resolved.  In addition, the 

State requested an extension of the deadline to respond to Respondent’s discovery 

requests due to the number and breadth of the requests which were served prior to 

the long July 4th holiday weekend and pre-planned summer vacation schedules of 

employees that may have information relating to the responses.  Again, Respondent 

refused.   

Simply put, Respondent has adopted a “my way or the highway” approach to 

discovery, without any regard for the applicable rules or common courtesy.  As a 

consequence, the State is left with no other alternative but to seek intervention by 

the Board and a protective order to prevent the undue burden, oppression, 

harassment and annoyance that will result from Respondent’s discovery tactics. 
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FACTS 

1. On December 3, 2013, the State of Michigan (the State) petitioned to 

cancel Respondent’s trademarks registrations, U.S. Registration No. 3992159 and 

U.S. Registration No. 3348635 (collectively referred to as Marks).   

2. On June 30, 2014, the State filed a Second Amended Petition to 

Cancel, asserting claims for (i) not in lawful use in commerce, (ii) abandonment, (iii) 

false suggestion of a connection, (iv) misrepresentation of source, (v) fraud; (vi) 

likelihood of confusion, (vii) geographical descriptiveness, (viii) insignia, and (ix) 

priority.   

3. Pursuant to the Board’s most recent scheduling order, the deadline to 

serve initial disclosures was June 28, 2015, and discovery closes on November 25, 

2015.   

4. On June 23, 2015, Respondent served Initial Disclosures, discovery 

requests, and a Notice of Deposition (Notice) under Fed. R. Civ. P. 30(b)(6).  (Exhibit 

1, Notice of Deposition; Exhibit 2, Requests to Admit; Exhibit 3, Interrogatories and 

Requests to Produce.) 

5. On July 7, 2015, pursuant to Trademark Rule 2.120(f) and Fed. R. Civ. 

P. 26(c)(1), the State made a good faith effort to resolve this discovery dispute before 

seeking Board intervention.  (Exhibit 4.)  The State sent a letter to Respondent 

objecting to the Notice, to certain categories listed therein, and to the date and 

location of the deposition as set forth in the Notice.  (Exhibit 4, July 7, 2015 Letter.)  

The State also requested the courtesy of additional time to respond to discovery 

requests because of the number and breadth of the requests, which were served 
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prior to the long July 4th holiday weekend and pre-planned summer vacation 

schedules of employees that may have information relating to the responses.  

(Exhibit 4.) 

6. On July 8, 2015, Respondent refused to amend the Notice or change 

the location or the date of the deposition.  (Exhibit 5.)  Respondent further refused 

to agree to the State’s request for an extension of the deadline to respond to 

discovery requests.  (Exhibit 5.) 

ARGUMENT 

I. A protective order is warranted to protect the State from a fishing 

expedition by Respondent with a Notice that is overbroad, unduly 

burdensome, oppressive and intended to harass and annoy the State. 

 

When a party seeks to take discovery from an entity via a deposition 

pursuant to Fed. R. Civ. P. 30(b)(6), “the subject matter of the deposition is to be 

described with reasonable particularity in the notice.”  Red Wing Co. v. J.M. 

Smucker Co., 59 U.S.P.Q. 1861, *3 (T.T.A.B. 2001).  Furthermore, “[t]he burden is 

on the party seeking information to establish why it is relevant.”  Red Wing, supra 

at *3 (granting a protective order in favor of the applicant and sustaining the 

applicant’s objections on several topics in the opposer’s deposition notice under Fed. 

R. Civ. P. 30(b)(6) on grounds that the topics were, inter alia, vague, overly broad, 

clearly not reasonably particular, and irrelevant.)    

 Here, Respondent’s Notice includes 19 categories, five of which refer to 

allegations by the State.  (Exhibit 1, ¶¶ 1, 8, 16-18.)  Of these five topics, four refer 
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to matters “as alleged” in the Amended Petition and are duplicative of paragraph 1 

which broadly relates to “[a]ll allegations in the State of Michigan’s Amended 

Petition to Cancel.”  Id.  Notably, the most recent pleading is the State’s Second 

Amended Petition, rather than the Amended Petition to Cancel referenced in the 

Notice.   

As explained more fully below, the State objects to the remaining 14 

categories in the Notice because, inter alia, they seek information that is irrelevant 

to any issue in this case, and many seek information dating back 80 or 100 years.  

These topics are also objectionable for many of the same reasons this Board 

sustained the applicant’s objections in Red Wing, to wit, they are vague, ambiguous, 

overbroad, unduly burdensome, and not reasonably particular.  Moreover, 

Respondent noticed the location of the deposition in violation of the applicable rules, 

set the date unilaterally, and has unreasonably refused to change both.  

Accordingly, a protective order should be entered to protect the State from being 

unduly burdened by Respondent’s oppressive discovery tactics clearly intended to 

harass and annoy the State. 

A. The subject matter of several categories in the Notice is not 

described with particularity and seek irrelevant information 

dating back nearly 100 years. 

 

In Red Wing, supra, the opposer’s notice included a topic described as “[t]he 

process used by . . . Smucker to fill and/or manufacture peanut butter and jelly 

combination products, including without limitation Smucker’s GOOBER products.”  
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Red Wing, supra at *2 (emphasis in original).  The applicant argued that it could 

not testify on the numerous products offered by Smucker over the last 100 years, 

and that the opposer had no reason to know how the other products were 

manufactured.  Id.  This Board sustained the objection. 

Here, Respondent’s Notice lists the “development, creation, and use of the M-

22 sign,” as well as matters subsumed within this overly broad topic, including the 

“development, creation, and use of the M-22 sign as a trademark”; “use of the M-22 

sign as an insignia for the State”; and “use of the M-22 sign as a geographical 

indicator for the northwestern Michigan region.”  (Exhibit 1, ¶¶ 2-4 and 6.)  The 

State objects to each category as vague and ambiguous, overbroad, unduly 

burdensome, not described with particularity and seeking irrelevant information.  

(Exhibit 4.)    

Paragraph No. 2 in Respondent’s Notice – the “development, creation, and 

use of the M-22 sign” – is similar to the objectionable category described above in 

Red Wing, and is also vague, ambiguous, and not reasonably particular.  It also 

seeks information that is irrelevant to this Proceeding.  That paragraph No. 2 is 

overbroad is evidenced by the fact that it includes the subject matter covered in 

Paragraph Nos. 3, 4 and 6, i.e. use of the sign as a trademark, insignia and 

geographical indicator, and even more, leaving the State to guess about which 

matters, in particular, are covered by this topic.   

Moreover, paragraphs 2 through 4 and 6 are overly broad, unduly 

burdensome, and unlimited as to time and scope, given the State’s use of the M-22 
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sign – a white diamond on a black background with the “M” located above the 

highway number – since 1919.  (Petition, ¶ 2.)  Without more particularity, each of 

paragraph Nos. 2, 3, 4 and 6 require the State’s designee to become educated on 

information dating back nearly 100 years.  Certainly, all activities by the State over 

the last 100 years relating to the development, creation and use of the M-22 sign 

are not relevant to this proceeding and have no bearing on whether Respondent’s 

Marks should be canceled because they are not in lawful use in commerce, are 

geographical descriptive, or include insignia of the State.  Indeed, the State’s use of 

the M-22 sign as a trademark is irrelevant because the State is not seeking to 

register the mark, which would be a violation of federal law according to MUTCD.   

In response to the State’s objections, Respondent quoted allegations in the 

Second Amended Petition, “among others.”  (Exhibit 5.)  However, Respondent 

failed to reasonably particularize these categories such that the State can (i) 

designate one or more witnesses who can testify as to particular information, or (ii) 

determine the particular matters about which a witness must be prepared to testify 

on the State’s behalf.  Without question, 100 years of broad Michigan history is 

irrelevant to whether the Marks should be canceled. 

Likewise, Respondent cannot establish the relevance of the wide range of 

information encompassed by these overbroad and unduly burdensome topics by 

referring to allegations in the Petition, “among others.”  (Exhibit 5.)  In fact, 

Respondent’s broad reference to portions of the Petition to explain and justify each 

topic establishes that each category should be limited to the allegations in the 
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Petition, thereby rendering them duplicative of paragraph No. 1, which refers to all 

allegations in the Petition.   

Respondent should not be permitted to use these overbroad categories to 

conduct a fishing expedition or to harass the State, which is clearly M22’s intent as 

evidenced by its Requests to Admit, which ask the State to admit, inter alia, that: 

Request to Admit 8:  Attorney General Bill Schuette was previously an 

attorney at the law firm of Warner, Norcross, and Judd.  

Request to Admit 9:  Admit that Attorney General Bill Schuette 

appointed James Scott, an attorney at Warner, Norcross, and Judd, as 

a special attorney general to file this cancellation proceeding. 

 

(Exhibit 2, Request Nos. 8 and 9.)  Much like these requests for admissions, 

paragraph Nos. 2, 3, 4 and 6 in the Notice seek information irrelevant to the claims 

and defenses at issue in this proceeding and, therefore, a protective order should be 

entered to protect the State from objectionable categories in Respondent’s Notice 

that is clearly intended to harass, annoy, and over burden the State. 

B. Categories in the Notice pertaining to the federal MUTCD, and 

the Michigan MUTCD are overbroad and unduly burdensome 

because they cover hundreds of subjects that have evolved 

over nearly 80 years.  

 

For the same reasons that paragraph Nos. 2 through 4 and 6 are 

objectionable, paragraph Nos. 5 and 9 in Respondent’s Notice – “[t]he State of 

Michigan’s adoption of and adherence to the Manual on Uniform Traffic Control 

Devices” and “[t]he State of Michigan’s receipt of highway funds as a result of its 

‘substantial conformance’ with the Manual of Uniform Traffic Control Devices” – are 
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also objectionable.  (Exhibit 1, ¶¶ 5 and 9; Exhibit 4.)  The Manual on Uniform 

Traffic Control Devices (MUTCD), and the Michigan MUTCD which includes the 

MUTCD as supplemented by provisions adopted in Michigan, have evolved over the 

past 80 years.  (Exhibit 6, MUTCD Introduction, Table I, p. I-2.)  The Table of 

Contents from the current version of the MUTCD, the 2009 edition, comprises 

nearly 30 single-spaced pages and lists hundreds of subjects addressed within the 

Manual, from the purpose and principles of traffic control devices to the conversion 

of miles per hour to kilometers per hour.  (Exhibit 7, MUTCD Table of Contents.)  

Without question, the vast majority of the MUTCD and the Michigan MUTCD are 

irrelevant to this proceeding, and Respondent cannot show otherwise. 

As they stand, paragraph Nos. 5 and 9 require the State to designate and 

prepare one or more witnesses who can testify broadly to any information 

pertaining to the State’s “adoption” of any portion of any version of the MUTCD 

dating back 80 years, the State’s “adherence” to any provision in any edition of the 

MUTCD over the past 80 years, and the State’s receipt of highway funds for 

conforming with every provision of the MUTCD over this same period of time.  

Preparing one or more designees for a deposition on such broad subject matter 

spanning eight decades would be impossible, and a waste of time and resources, 

because nearly all of the information encompassed by these categories is irrelevant 

to this case.  Thus, the topics are irrefutably overbroad, unduly burdensome, and 

not reasonably particular. 
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For similar reasons, the State also objects to paragraph No. 19 – “[t]he State 

of Michigan’s adoption and enforcement of the Michigan [MUTCD] against third 

parties.”  First, the category is described is vague and ambiguous in its reference to 

the “[t]he State of Michigan’s adoption . . . of the Michigan [MUTCD] against third 

parties.”  Further, like paragraph Nos. 5 and 9, it is overbroad, unduly burdensome, 

unlimited as to time period and scope, and seeks irrelevant information.  As 

required under federal regulations, the State is required to adopt the MUTCD as 

part of a state MUTCD which may include supplements that do not conflict with the 

federal MUTCD.  Paragraph 19 encompasses the adoption of any and every version 

of the Michigan MUTCD, which includes the federal MUTCD, as well as the 

enforcement of each and every provision of the Michigan MUTCD.  As with 

paragraph Nos. 5 and 9, a deposition topic that spans 80 years and hundreds of 

categories is undeniably overbroad and unduly burdensome, and certainly not 

described with reasonable particularity.  As with the federal MUTCD, the vast 

majority of the matters covered in the Michigan MUTCD are irrelevant to this case. 

Paragraph Nos. 10 and 11 as set forth in the Notice – “[t]he State of 

Michigan’s denial of highway funds for failure to comply with federal law” and “[a]ll 

correspondence received by the State of Michigan concerning its failure to comply 

with or adhere to the [MUTCD] or regulations of the Federal Highway 

Administration or Department of Transportation of the United States of America” – 

are even broader yet, as they go far beyond the MUTCD and extend to all federal 

laws and regulations.  Thus, each topic is objectionable on the same grounds as 
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explained above.  (Exhibit 1, ¶¶ 10 and 11; Exhibit 4.)  Whether and to what extent 

the State has ever been denied highway funds under any and all federal laws or 

regulations, and any correspondence relating to such matters, have no bearing on 

this proceeding.  Furthermore, “all correspondence” during the history of the 

enactment of any federal law or regulation, including the MUTCD, cannot be 

identified for witness designation and preparation.  Thus, there can be no 

justification for the overbroad, irrelevant subject matter covered by paragraph Nos. 

10 and 11.  See Red Wing, supra at *2. 

Without question, every subject covered by any version of the federal MUTCD 

or the Michigan MUTCD, and the State’s receipt of highway funds for acting in 

conformance with the MUTCD, and any denial of such funds, lack any relevance to 

the claims and defenses in this case, as does the State’s enforcement of every 

subject in any version of the MUTCD, whether state or federal.  Respondent’s 

attempt to force the State to designate and prepare a witness to testify on the broad 

subject matter covered by paragraph Nos. 5, 9 through 11, and 19 far exceeds 

unduly burdensome.  Indeed, it would be unreasonable and impossible under any 

reasonable time constraints.  Accordingly, a protective order is warranted to protect 

the State from oppressive, overbroad and irrelevant discovery and impermissible 

harassment by Respondent.   

C. Respondent’s business, as recognized by the State, has no 

bearing on whether the registrations of the marks at issue 

should be cancelled. 
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Paragraph Nos. 12 through 14, as set forth in the Notice, pertain to 

Respondent’s payment of taxes to the State and the “use” and “recognition” of 

Respondent’s business name, M22, LLC, in publications relating to Michigan 

businesses.  (Exhibit 1, ¶¶ 12 through 14.)  These categories are vague, ambiguous 

overbroad and unduly burdensome in their reference to “use of M22, LLC in the 

Pure Michigan ‘Official State Travel Guide’ ” and “recognition of M22, LLC.”  In 

addition, the topics are irrelevant, as they pertain to information having no 

connection to whether the registered marks at issue should be canceled or whether 

the State has been damaged as a result of the registrations and Respondent’s efforts 

to enforce the marks against others.  Consequently, as in Red Wing, the entry of a 

protective order is warranted.  See Red Wing, supra *2-*3 (this Board sustained the 

applicant’s objection because the opposer failed to establish the relevancy of  topics 

described in the Notice as (i) “Smucker’s knowledge Red Wing’s . . . products, how 

and when Smucker gained such knowledge, and any actions taken or decisions made 

by Smucker . . . as a result thereof”; and “[a]ll communications between Smucker and 

anyone else, . . . concerning Red Wing’s use of a . . . configuration for its . . . product.”  

(Emphasis in original.) 

II. The date and location of the 30(b)(6) deposition, as set forth in the 

Notice, do not comport with the letter and spirit of the discovery 

rules. 

 

The general rule for depositions noticed under Fed. R. Civ. P. 30(b)(6) is that 

corporate defendants are deposed at the location of their principal place of business.  
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See M&C Corp. v. Erwin Behr GMBH & Co., 165 F.R.D. 65, 67 (E.D. Mich. 1996); 

Sugarhill Records Ltd. v. Motown Record Corp., 105 F.R.D. 166, 171 (S.D.N.Y. 

1985).  Here, Respondent set Traverse City, Michigan, as the location for the 

deposition of the State.  (Exhibit 1.)  However, the State’s principal place of 

business is in Lansing, Michigan, the State’s capital.  Moreover, the individuals 

likely to be designated to testify on behalf of the State reside in or near, and are 

employed at the State’s offices located in, Lansing, which is nearly 200 miles and 

approximately a 4-hour drive from Traverse City.   

Despite the State’s request to conduct the deposition of its witnesses in 

Lansing, Respondent flatly refused, citing Rule 2.120(a) and “mere notice alone” as 

the only requirement for scheduling the deposition of a party.  (Exhibit 5, p. 1.)  In 

addition, Respondent relied on Rule 2.123 as support for its refusal of the State’s 

request.  However, the Rule applies to trial testimony rather than discovery 

depositions as noticed by Respondent.  (Exhibit 5, p. 1.)   

Respondent also cited Consolidated Foods Corp. v. Ferro Corp., 189 U.S.P.Q. 

582 (T.T.A.B. 1976) as support for its uncompromising stance.  However, 

Consolidated Foods is inapposite.  The case involved the opposer’s motion to enlarge 

its testimony period after serving the applicant, also a party, with a notice to be 

deposed as an adverse witness, and to produce documents, during the opposer’s 

period for taking testimony-in-chief.  The Board denied the motion and held that 

there was no basis for imposing sanctions on the applicant for failing to appear for 

the deposition.  The Board distinguished between Rule 2.120(a), which provides for 
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summoning a party-deponent via a notice to appear for a discovery deposition, and 

Rule 2.123, which requires a subpoena to force a party-deponent to appear as an 

adverse party during the period for taking testimony-in-chief.  According to the 

Board: 

[W]hereas Rule 2.120(a) of the Trademark Rules of Practice 

provides that mere notice alone is sufficient to secure the 

attendance of a party for the taking of his discovery deposition, . 

. . where, as here, a party is called to be deposed as an adverse 

witness during the time for the taking of the testimony-in-chief 

of the other party. . . . it is incumbent on the deposing party . . . 

to cause a subpoena to be issued . . . .   

 

Id. at *1. 

Thus, while a notice, rather than a subpoena, is sufficient under Rule 

2.120(a) to summon a party for a discovery deposition, the general rule is that 

corporate depositions should be taken at the corporation’s principal place of 

business.  Respondent will surely want to follow this general rule when the State 

notices the depositions of Respondent and its employees, who will otherwise be 

required to travel to Lansing for depositions.  Moreover, because the State may 

have more than one designee testifying on the subject matter of the deposition 

notice, forcing each designee to travel four hours to wait several hours until the 

subject matter on which he or she is designated to testify is raised, if at all, would 

be unnecessarily burdensome on the designees and costly to the State.   

Clearly, Respondent is taking a “no holds barred” approach to discovery that 

is unreasonable and unjustifiable.  Respondent should not be permitted to discard 

the rules and schedule depositions where and when it deems appropriate, without 
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consideration of the witnesses and counsel.  If Respondent does not want to incur 

the cost of traveling to Lansing, the State’s deposition may be taken remotely, via 

telephone or other remote means, pursuant to TBMP § 404.06 and Fed. R. Civ. P. 

30(b)(4).  See Sunrider Corp. v. Raats, 83 U.S.P.Q.2d 1648, 1654 (T.T.A.B. 2007).   

Remote depositions should be liberally granted because federal practice favors use 

of technological benefits.  Hewlett-Packard Co. v. Healthcare Personnel, Inc., 21 

U.S.P.Q.2d 1552, 1553 (T.T.A.B. 1991).   

Moreover, in scheduling the deposition date, Respondent unilaterally set it 

without conferring with the State.  While that may not be unusual in initially 

setting the deposition, Respondent now refuses to change the date given the dispute 

on the Notice and the State’s inability to designate and prepare witnesses until its 

objections are resolved.  TBMP 404.01 provides that: 

As a matter of convenience and courtesy and to avoid scheduling 

conflicts, the parties should attempt to schedule depositions by 

agreement rather than have the deposing party unilaterally set a 

deposition date. [Note 2.] However, it is not unusual for the deposing 

party to notice a deposition and subsequently discuss alternative dates 

with the party to be deposed. 

 

Respondent failed to meet its duty to provide any courtesy here.  See Sunrider Corp. 

v. Raats, 83 U.S.P.Q.2d at 1654 (parties have a duty to cooperate in resolving 

conflicts in the scheduling and taking of depositions).  Once the Notice is finalized, 

the State should be provided sufficient time to designate and prepare witnesses, 

and the scheduled date should be mutually convenient as to date, time and location. 
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RELIEF REQUESTED 

 Based on the foregoing, the State respectfully requests that this Board grant 

its Motion and enter a protective order requiring Respondent to serve a revised, 

non-objectionable Notice and that the deposition of the State be held in Lansing, 

Michigan, or taken by video conference or other electronic means mutually 

acceptable to the parties, on a reasonable date mutually agreed to by the parties. 

 

Respectfully submitted, 

 

By:  /s/Toni L. Harris      Date: July 20, 2015   

 

BILL SCHUETTE, Attorney General 

Toni L. Harris, Assistant Attorney General 

Transportation Division 

Van Wagoner Building 

425 W. Ottawa, 4th Floor 

Lansing, MI 48913 

Tel: 517-373-1470 

Fax: 517-335-6586 

 

 

PROOF OF SERVICE 

 

I, Susan Lubitz, legal secretary to Assistant Attorney General Toni L. Harris, 

certify that on July 20, 2015, I served a true and correct copy of Petitioner’s 

Combined Motion for Protective Order and Brief in Support on Respondent’s 

counsel of record by e-mail and mail with first-class postage fully prepaid thereon 

and causing same to be deposited in the United States mail service. 

      /s/ Susan Lubitz     

      Susan Lubitz 
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